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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee 
set forth in 37 CFR 1.17(e), was filed in this application after final rejection. 
Since this application is eligible for continued examination under 37 CFR 1.114, 
and the fee set forth in 37 CFR 1 .17(e) has been timely paid, the finality of the 
previous Office action has been withdrawn pursuant to 37 CFR 1.114. 
Applicant's submission filed on 31 July 2007 has been entered. 

Response to Amendment 

The Applicant amended claims 49-53 and 55. Claims 1-48, 54, and 56 are 
canceled. All pending claims 49-53 and 55 were examined in this non-final 
office. 

Response to Arguments 

Applicant's arguments, see Remarks, filed 31 July 2007, with respect to the 
rejection(s) of claim(s) 49-53 and 55 under 35 USC 103 have been fully 
considered and are persuasive. Therefore, the rejection has been withdrawn. 
However, upon further consideration, a new ground(s) of rejection is made in 
view of Debry as the primary reference. Arguments based on Stefik as the 
primary prior art reference are moot. Debry discloses authenticating a printing 
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device that can be connected to any or all computer systems used in the 
invention of Debry. Model and serial number information is used by the printer for 
authentication purposes in order to print documents that have protected usage 
rights and/or fees for use. Debry is attempting to solve the similar set of issues 
outlined by the Applicant's instant invention. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as 
• set forth in section 102 of this title, if the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the art to which said subject 
matter pertains. Patentability shall not be negatived by the manner in which the invention was 
made. 

1. Claims 49, 53 and 55 are rejected under 35 USC 103(a) as being 
unpatentable over Debry (US 6,314,521). 

Debry teaches a system and method of printing copyright protected 
documents to a printer directly without requiring the originating requester to first 
download the document to the requester's computer or workstation. Debry 
teaches the owner of a file or document may wish to control the number of copies 
being distributed (e.g. to protect copyright in the document and/or payment of a 
fee on a per-copy basis). Debry teaches if a copy were resident on the client 
machine, illegal copies could be further made from that copy, or illegal changes 
could be made to the document. Debry teaches it may be more desirable if the 
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printer could get the document directly from wherever it may be stored and print 
the document and further teaches it is desirable to authenticate the printer (see 
at least abstract; col. 1, lines 29-52; col. 4, line 49-col. 5, line 8; col. 5, lines 47- 
49). Debry teaches a method whereby when an original request for a document 
is made, the document can be obtained from a third-party (i.e. supplier) and 
printed without first obtaining the file by the client system (i.e. computer, laptop, 
workstation as noted below) making the original request (see at least col. 5, lines 
12-15). Debry further teaches the supplier (i.e. third-party) being guaranteed that 
the request is valid (i.e. printer has been authorized to get the file, and the 
original client can legally print the document) (see at least col. 5, lines 15-19). 
Debry states the terms printer, print server and printing system are used 
interchangeably herein. The printer is assumed to have the necessary functional 
capabilities to perform the required functions whether those functional 
capabilities are in a stand-alone printer connected to a network or a printer 
connected to a server i.e., computer, that manages the functions of the printer 
and device queuing where the dedicated is dedicated solely to such function or 
as part of its other functions such as a workstation computer, etc (see col. 10, 
lines 59-67). Debry teaches the computer systems themselves may vary from 
network terminals with minimal storage and CPU processing functionality to 
personal computers including laptop computers to workstations to servers to 
mainframes. The relationship among the computers can vary, e.g., as being 
independent from each other, or having distributed relationships, or having 
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client/server relationships, etc. Some or all of the files may be stored in a 
dedicated file storage system, e.g., a file server, database management system, 
etc., or within the storage of each system (see at least col. 1 , lines 35-52). Debry 
further teaches: 

• a determination step for determining whether a printer can guarantee 
safety of the image data on the basis of a model of said printer notified by 
said printer; When a printer is manufactured by a manufacturer 30, e.g., 
by IBM, the manufacturer gives each printer a serial number and a model 
number (or other unique identifier), and builds into each printer a unique 
encryption key, step 31. This key can be embodied in the printer hardware 
such as through mechanical or electrical switches or embodied in some 
persistent storage. For a secure embodiment, the key is embodied in 
such a way that it is tamper proof and not discernible. Its only use is by 
the printer controller 26 (FIG. 2) for encrypting a message that requests a 
digital certificate, or for decrypting the private key of the public/private key 
pair issued by the certificate authority (see at least Fig. 2; col. 8, lines 17- 
28). Printer is capable of authenticating itself (see at least col. 7, line 20- 
col. 9, line 46). 

• and an image transmission step of transmitting the image data to said 
printer when said determining step determines that said printer can 
guarantee the safety of the image data, once a printer is authenticated, 



Application/Control Number: 09/825,71 8 Page 6 

Art Unit: 3625 

data is transmitted to the printer (i.e. "on its way") (see at least col. 9, lines 
45-50), 

wherein said printer comprises: 

o first connection means for connecting to a user device on a user 
side; printers may be attached to any or all of the systems 
and/or there may be print servers to which the computer 
systems can be communicatively linked (see at least col. 1 , 
lines 49-52); the computer systems themselves may vary from 
network terminals with minimal storage and CPU processing 
functionality to personal computers including laptop computers 
to workstations to servers to mainframes. The relationship 
among the computers can vary, e.g., as being independent from 
each other, or having distributed relationships, or having 
client/server relationships, etc. Some or all of the files may be 
stored in a dedicated file storage system, e.g., a file server, 
database management system, etc., or within the storage of 
each system (see at least col. 1 , lines 35-52). Please note: first 
connection means is printer attached to a client computer (e.g. 
personal computer, laptop, workstation). 

o second connection means for connecting to said supplier device 
via the Internet; printers may be attached to any or all of the 
systems and/or there may be print servers to which the 
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computer systems can be communicatively linked (see at least 
col. 1 , lines 49-52); the computer systems themselves may vary 
from network terminals with minimal storage and CPU 
processing functionality to personal computers including laptop 
computers to workstations to servers to mainframes. The 
relationship among the computers can vary, e.g., as being 
independent from each other, or having distributed 
relationships, or having client/server relationships, etc. Some or 
all of the files may be stored in a dedicated file storage system, 
e.g., a file server, database management system, etc., or within 
the storage of each system (see at least col. 1 , lines 35-52). 
Please note: second connection means for printer is network- 
attached for printer communication over the network to servers, 
second connection means between a supplier server and a 
printer; when an original request for a document from a third- 
party is made the document can be obtained from the third-party 
and printed without first obtaining the file by the client system 
making the original request (see at least col. 5, lines 12-15). 
Please note: print server (or standalone network-attached 
printer) makes request to third-party based on original request 
from client computer (please note: connection means between 
client computer and print server). Please note: client or personal 
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computer of first connection means makes original request to 
the print server or standalone printer connected to the network. 
Using Internet and Internet communication and security issues 
for networked attached printers (e.g. Internet) (see at least col. 
5, lines 20-38). 

o request reception means for connecting to said user device bv 
said first connection means and receiving data from said user 
device: w hen an original request for a document is made the 
document can be obtained from the third-party and printed 
without first obtaining the file by the client system making the 
original request (see at least col. 5, lines 12-15). Please note: 
print server (or stand-alone printer) receives original request 
from client computer and makes request to third-party. 

o notification means for connecting to said supplier device via the 
Internet bv said second connection means, print server or 
stand-alone printer uses protocol to authenticate the printer with 
digital certificate containing printer serial number and model 
(see at least abstract; col. 6, lines 18-67; col. 8, lines 17-29; col. 
8, line 65-col. 9, line 46). Debry teaches there is a need to allow 
a print server to get a print file from a third party identified in an 
original request so that the document can be printed without first 
obtaining the file by a client system originally requesting the 
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print file. However, when the print server gets the file, the third 
party must be guaranteed that the request is valid (i.e., the print 
server has been authorized to get the file, and the original client 
can legally print the document (see at least col. 5, lines 12-21). 
Although Debry does not mention and notifying said supplier 
device of the request data and a model of said printer it would 
have been obvious to one of ordinary skill in the art at time the 
invention was made to ascertain that either directly or indirectly 
the third party supplying the document relied upon printer model 
information since the third party supplier completed the request 
by sending the document to the authenticated printer. 

o image reception means for connecting to said supplier device 
via the Internet by said second connection means and receiving 
image data corresponding to the request data from said supplier 
device; print server or stand-alone printer makes request to 
third-party supplier as requested by client computer as 
previously noted above. 

o and printing means for printing the image data received. 

document is printed without having to retrieve and store in client 
computer as noted above. 
Pertaining to system claims 49 and 53 

Rejection of claims 49 and 53 is based on the same rationale as noted above. 
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2. Claims 50 and 52 are rejected under 35 (JSC 103(a) as being unpatentable 
over Debry (US 6,314,521) in view of Stefik (Paper #20061125, US 
6,233,684). 

Debry teaches all the above as noted under the 103(a) rejection and teaches 
i) second connection means for connecting to said supplier device via the 
Internet , ii) using the Internet for transferring a document to an authenticated 
printer from a third-party (i.e. supplier of the document) without first having to 
retrieval and store in a client computer, and iii) owner of the file (i.e. document) 
wishing to control the number of copies being distributed to protect document 
copyright and/or payment of a fee on a per-copy basis. Although Debry does not 
mention and transmitting, to said supplier device, charge information in response 
to print by said printing means , Debry in combination with Stefik teach and 
suggest the claimed invention. Stefik teaches problems pertaining to rights 
protection of printed digital works. Stefik teaches a trusted system and method of 
rendering digital works by a trusted printer connected to a trusted server over a 
network (e.g. Internet) and further teaches the trusted printer connected to a 
user's personal computer (see at least abstract; Fig. 3; col. 3-col. 8); Stefik 
teaches a loan right may be defined so as to limit the duration of which a work 
may be loaned. Conditions may also include requirements that fees be paid. 
Please note: limit duration established a pre-defined time limited (see at least col. 
5, lines 55-59). Stefik further teaches the trusted printer repository 302 will in 
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some instances contain an ephemeral copy of a digital work which remains until 
it is printed out by the print engine 303 (please note : deletion means for deleting 
image data ). In other instances, the printer repository 302 may contain digital 
works such as fonts, which will remain and be billed based on use (see at least 
col. 7, lines 29-35). Therefore it would have been obvious to one of ordinary skill 
in the art at time the invention was made to modify the system and method of 
Debry to delete a digital work based on a time duration and transmit charge 
information in response to print by said print means as taught by Sefik, in order to 
remove digital works and to report copyright usage to the supplier of the digital 
. work. 

3. Claims 51 is rejected under 35 (JSC 103(a) as being unpatentable over 
Debry (US 6,314,521) in view of Stefik (Paper #20061125, US 6,233,684) as 
applied to claim 49, further in view of Rager (Paper #5, US 5,363,447). 

Debry teaches all the above as noted under the 1 03(a) rejection and teaches 
i) second connection means for connecting to said supplier device via the 
Internet ii) using the Internet for transferring a document to an authenticated 
printer from a third-party (i.e. supplier of the document) without first having to 
retrieval and store in a client computer, and iii) owner of the file (i.e. document) 
wishing to control the number of copies being distributed to protect document 
copyright and/or payment of a fee on a per-copy basis. Although Debry does not 
mention and transmitting, to said supplier device, charge information in response 
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to print by said printing means , Debry in combination with Stefik teach and 
suggest the claimed invention. Stefik teaches problems pertaining to rights 
protection of printed digital works. Stefik teaches a trusted system and method of 
rendering digital works by a trusted printer connected to a trusted server over a 
network (e.g. Internet) and further teaches the trusted printer connected to a 
user's personal computer (see at least abstract; Fig. 3; col. 3-coi. 8). Stefik 
teaches a loan right may be defined so as to limit the duration of which a work 
may be loaned. Conditions may also include requirements that fees be paid. 
Please note: limit duration established a pre-defined time limited (see at least col. 
5, lines 55-59). Stefik further teaches the trusted printer repository 302 will in 
some instances contain an ephemeral copy of a digital work which remains until 
it is printed out by the print engine 303 (please note : deletion means for deleting 
image data ). In other instances, the printer repository 302 may contain digital 
works such as fonts, which will remain and be billed based on use (see at least 
col. 7, lines 29-35). Therefore it would have been obvious to one of ordinary skill 
in the art at time the invention was made to modify the system and method of 
Debry to delete a digital work based on a time duration and transmit charge 
information in response to print by said print means as taught by Sefik, in order to 
remove digital works and to report copyright usage to the supplier of the digital 
work. 

Debry and Stefik teach all the above as noted under the 103(a) rejection and 
teach and suggest i) storing charging information in memory, ii) storing print data 
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in an authenticated printer, iii) encrypting print data to make it tamper proof, and 
iv) deleting information once printed or saving it for repeated use, but do not 
mention deleting information upon detecting a power-off condition. On the other 
hand, Rager teaches erasing memory to maintain data security in the event that 
a device is tampered with or powered down (see at least col. 1, lines 64-67; col. 
4, lines 37-49). Therefore it would have been obvious to one of ordinary skill in 
the art at time the invention was made to combine Rager with Debry and Stefik. 
All the claimed elements were known in the prior art and one skilled in the art 
could have combined the elements as claimed by known methods who no 
change in the respective functions, and the combination would have yielded 
predictable results to one of ordinary skill in the art at time the invention was 
made. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Robert M. Pond whose telephone number is 
571-272-6760. The examiner can normally be reached on 8:30AM-5:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Mr. Jeff Smith can be reached on 571-272-6763. The fax 
phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
9199 (IN USA OR CANADA) or 571-272-1000. 




Primary Examiner 
September 16, 2007 



